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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 18 January 2005 . 
2a)\3 This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^6 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) [3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)|EI All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) £<] Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 10-07-04 & 1-18-05 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20050531 
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DETAILED ACTION 
Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

2. The information disclosure statements (IDS) submitted on 10-07-04 and 01-18-05 have 
been considered by the examiner. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1 and 4-6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims merely setting forth physical characteristics desired in an article, and not setting 
forth specific compositions which would meet such characteristics, are invalid as vague, 
indefinite, and functional, since they cover any conceivable combination of ingredients either 
presently existing or which might be discovered in the future and which would impart the desired 
characteristics. In the present case, claims 1 and 4-6 merely recite a "glass" and various physical 
characteristics, with no recitation of the glass composition. These claims are considered too 
broad and indefinite since they purport to cover everything which will perform the desired 
function regardless of its composition. Such recitation, in effect, recites the invention by what it 
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is desired that the invention does rather than in terms of what the invention is. Ex parte Slob, 
157USPT 172, 173. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 
35 U.S.C. 102(e)). 

6. Claims 1, 2 and 4-6 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kishimoto (USPN 6,451,720). 

Kishimoto teaches glass compositions for use as a substrate for an information recording 
medium. Regarding the presently recited limitation regarding surface roughness, it is the 
Examiner's position that this, and any other physical characteristics recited in the present claims, 
are inherent in Kishimoto, since Kishimoto teaches glasses "consisting essentially of 1 the 
components recited in instant claim 2 (see examples 1-12, for instance). The transitional phrase 



Application/Control Number: 1 0/5 1 0,446 Page 4 

Art Unit: 1774 

"consisting essentially of 1 limits the scope of a claim to the specified materials or steps "and 
those that do not materially affect the basic and novel characteristic(s)" of the claimed invention. 
In re Herz, 537 F.2d 549, 551-52, 190 USPQ 461, 463 (CCPA 1976). For the purposes of 
searching for and applying prior art under 35 U.S.C. 102 and 103, absent a clear indication in the 
specification or claims of what the basic and novel characteristics actually are, "consisting 
essentially of 1 will be construed as equivalent to "comprising." See, e.g., PPG, 156 F.3d at 1355, 
48 USPQ2d at 1355. If an applicant contends that additional steps or materials in the prior art 
are excluded by the recitation of "consisting essentially of," applicant has the burden of showing 
that the introduction of additional steps or components would materially change the 
characteristics of applicant's invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 
1964). In the present case, applicant has failed to demonstrate that additional components 
present in the glasses of Kishimoto would affect the basic and novel characteristics of the 
claimed invention. Accordingly, absent such a showing, it is the Examiner's position that the 
present claims are anticipated by Kishimoto. 

7. Claims 1 , 2, and 4-6 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kishimoto (6,399,527). 

Kishimoto teaches substrates for information recording media, wherein the glass consists 
essentially of the metal oxides recited in instant claim 2 (see examples 1-5 and 7-13, for 
instance). The media may comprise, for instance, the glass substrate and a recording layers. 
Since the compositions of Kishimoto are the same as those presently recite in claim 2, it is the 
Examiner's position that the compositions of Kishimoto will inherently exhibit the recited 
surface roughness and other physical characteristics. 
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Although the compositions of Kishimoto appear to include additional components than 
recited in the present claims, it is the Examiner's position that the present claim language does 
not exclude such additional components. The transitional phrase "consisting essentially of 1 
limits the scope of a claim to the specified materials or steps "and those that do not materially 
affect the basic and novel characteristic(s)" of the claimed invention. In re Herz, 537 F.2d 549, 
551-52, 190 USPQ 461, 463 (CCPA 1976). For the purposes of searching for and applying prior 
art under 35 U.S.C. 102 and 103, absent a clear indication in the specification or claims of what 
the basic and novel characteristics actually are, "consisting essentially of will be construed as 
equivalent to "comprising." See, e.g., PPG, 156 F.3d at 1355, 48 USPQ2d at 1355. If an 
applicant contends that additional steps or materials in the prior art are excluded by the recitation 
of "consisting essentially of," applicant has the burden of showing that the introduction of 
additional steps or components would materially change the characteristics of applicant's 
invention. In re De Lajarte, 337 F.2d 870, 143 USPQ 256 (CCPA 1964). In the present case, 
applicant has failed to demonstrate that additional components present in the glasses of 
Kishimoto would affect the basic and novel characteristics of the claimed invention. 
Accordingly, absent such a showing, it is the Examiner's position that the present claims are 
anticipated by Kishimoto. 

Claim Rejections - 35 USC § 103 
8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kishimoto 
(6,399,527), or Koyama (USPN 6,306,786). 

Kishimoto and Koyama each disclose glass compositions for recording media that 
overlap the presently claims ranges (see, Kishimoto at col. 2, 11. 48-56 and Koyama at col. 2, 11. 
29-39 & 48-55, for instance). A prima facie case of obviousness arises when the ranges of a 
claimed composition overlap the ranges disclosed in the prior art. See In re Peterson, 315 F.3d 
1325, 1329 (Fed. Cir. 2003); In re Geisler, 1 16 F.3d 1465, 1469 (Fed. Cir. 1997) and In re 
Woodruff, 919 F.2d 1575, 1578 (Fed. Cir. 1990). Therefore, since the composition of Kishimoto 
and Koyama overlap the presently claimed composition, it is the Examiner's position that the 
present claims are prima facie obvious thereover, absent a showing of unexpected results. 
Regarding the presently recited physical characteristics such as surface roughness, it is not 
inventive to discover inherent properties of a composition suggested by the prior art. Therefore, 
these limitations are not considered to distinguish over the applied prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Speer whose telephone number is 571-272-8385. 
The examiner can normally be reached on M-Th, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena L. Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Timothy M. Speer / — ">yv 




RENADYE 




